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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TO; Comniissioner for Patents 
Virginia 22313^1450 

5 Sir: 

In reply to Office Action mailed on March 1 1 , 2005, we respectfully ask the examiner to 
consider our response below. 

10 IN THE CLAIMS 

As per Examiner's Action letter page 2, Claims 15-19, 24-38 are rejected under 35 USC 103(a) as 
obvious over Hubennan (US Patent No 5826244) in view of Breen Jr (US Pat 6598027). / 

15 There are NO amendments or cancellation for this response. 

REMARKS 

Hubennan US Pat No 5826244, herein Hubennan has been previously mentioned, 

20 

Breen US Pat 6598027, herein Breen. Systems, methods and computer program products are provided for 
anonymous buying and selling i^ated goods, such as agricultural cheraicals, via auctions conducted over a 
computer network. A sdiler of regulated goods submits a request to the Web she of an imerroediary to list the 
regulated goods for sale. The interaiediary verifies that the scUer is audiorized to seU the regulated goods using 
25 mfomiation about the setter maintained by the intennediary . The mtemwdiaiy also verifies that a bidder is authorized to 
puidtiase the regulated goods usmg inftacmation about the bidder maintained by tiie tntermediary. The intermediary 
initiates delivery of the regulated goods 6t>m Uie setter to winning bidder<s) and mitiates a trwxsf^ of Jbnds fl-om 
winning bid<icr(s) to a sdler. (Abstract) 

30 Our (Claimed Invention . 

Our claimed invention, is one of deposit application auction system and method wtbout a 
btokering process, wherein anonymity is conlxolled by deposit applicant to attract bids from 
deposit taking institutions through an auctioning process. This basically means the anonymity is 
within the control of the user and can be switch on (anonymous) and off (reveal its identity). 



35 
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Huberman shows tibte identities while are known to the broker, they are concealed from the 
transaction party until reveal by broker. Breen has anonymity as an option and once anonymity is 
chosen, it is not reversible to reveal the identities. None of the prior arts specifically reveals 
deposit auction and in particular where the bidders placed deposit term bids effectively agreeing 
5 to accept deposits for a period of time. 

The bids' mflrmer and form include non monetaty bids for exchanging interest/principal with 
shares as an alternative to interest cost of money. The system is also designed for applicant to 
deposit shares in lieu of money. The word 'deposit* is in reference to deposit with deposit-taking 

10 institution. The selected deposit>>taking institutions vMcix have submitted bids get to access the 
name and contacts of the anonymous applicant (handled) wherein the manner of access is within 
the control of the applicant. The significance of the these bucnitations "deposit", "deposit 
application" and "deposit taking institution" found in our claimed invention and missing from the 
prior arts mxist suggest that our problem for soliciting competitive bids for depositor is not found 

1 5 therein. Furthermore, it is clear that this is a programmed machine adapted for deposit auction, a 
subject matter not found in the prior arts nor suggesting such limitations as found in our claimed 
invention. It is noted that in Pennwalt Corp v Durand-Wayland, Inc (833 F 2.d 93 1, 4 USPQ 2 d 
1737 ( Fed Cir. 1987)(en banc), cert denied, 485 US 961 (1988), held that a device or process that 
includes a substantially different function will not be considered an equivalent ( See at 1743). 

20 



SUMjMARY 

25 

Non Analogous Ait/Field 

We respectfully submit thai it has not been shown by the e;?caminer that one skilled in the art of 
deposit (money and/or shares) taking seeking to solve a problem of promoting competitive rates 

30 return, would reasonably be expected or motivated to look at an auction for document service 
supplier ( Huberman ) and an auction for anonymously buying and selling regulated goods, such 
OS agricultural chemicals ( Breen ). The combination of elements from non-analogous sources, in 
a manner that allegedly reconstructs our claimed invention only with the benefit of hindsight, is 
insxifficient to present a prima, facie case of obviousness as per Oetiker ( Tn re Oetiker, 977 F.2d 

35 1443, 24 USPQ 2d 1443 ( Fed Cir 1992)). There must be some reason* suggestion or motivation 
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foimd in the prior arts whereby a pejnson of ordinary skill in the field of the itjvention would make 
combiaation. The examiner provided no suggestion or reason how said person could reach the 
applicant's competitive deposit taking problem from both prior arts. ( Note in Oetiker at least one 
of the prior arts was in the same field). The suggestion by the examiner " iix order to facilitate 
5 transactions betw^^ buyers and sellers without identifying the parties involves in the transaction 
" is not found in Hxiberman, as Huhcrman*s facilitation actually includes revealing the identities 
so to allow requester to decide. This is in contrast to soliciting bids in Hubcrman where a 
brokering fimction is used. Even if there is such a suggestion, this is redundant as the broker 
already shields the identities of the parties involves in the initial bidding and reveal them for 
10 selection purposes. There is no suggestion that by using a broker service it is necessary to use 
anonymity feature and more importantly there is a further requiremejot in Huberman*s method to 
allows at least the winning identities of the seller to be known to requester. This would teach 
against the stated motivation. 

15 There is also no evidence to show Hufoennan's brokering method fails to facilitate transactions 
between buyers and sellers such that it must necessarily use anonymity mesuas in order to facilitate 
transactions. It also reveals no advantages by doing so. As stated in In re Zurko, 111 F.3d 887, 42 
USPQ2d 1476 (Fed. Cir. 1997), the nature of the problem cannot be used as motivation when the 
problem had not been previously identified anyvrtiere in the prior art, 

20 

Hint>erraan clearly shows both parties are known to the broker ( ie broker know both requesters 
and printers) whereas our claimed invention in Claim 15 provides for a first period where one of 
the party is identified and second period where the unidentified party reveal itself to selected 
identified parties without the use of a broker. This is the distinguishing feature as it provides 
25 ^contror to the applicant/requester which is not found in either prior arts even if they are able to 
combine. 

Furthermore, our claimed invetrtion reiterates the need for 'handles' and not merely bare 
anonymity as found in Breen ( Brecn uses the word * ANONYMOUS' throu^out in lieu of actual 

30 name of user). The underlying reason is because our claimed invention is used to solicit 

competitive bids and therefore there is a need to be able to id^ttify the applicant by the deposit 
taking institution later to conclude the deposit agreement For examine, the deposit taking 
institution could identify MrBig vs MrThin being the applicant in contrast to ANONYMOUS for 
all parties beii^ used in Breen. Breen failed to show this need to distinguish Deposit Applicant 

35 using a handle. Breen takes the view that it is a matching & contracting system and hence while 
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its users are ANONYMOUS to each other, they are tanown within the system which seeks to 
contract them without ever needing to reveal their real identities. Therefore, given Breen's system 
not only matches but also fecilimes the full transaction cycle, it is obvious that there will not be 
any direct interactioii between the parties and hence no requiiement to distinguish them, 

5 

In either cases reading in combination, it is clear that they do not reveal our problem in soliciting 
competitive deposit rates/return nor the subject matter ^deposit auction'. 

No suggestion to combine each other features or features are in conjaict to each other, 

10 

There are no suggestions found in either prior arts to combine each other features. The examiner 
poiirted to no evidence in particularly how one skilled in the art with no knowledge of our 
claimed invention would necessarily be motivated to combine the features found in a printing 
services auction system in view of a matching &cility for regulated chemicals to reach our 
15 claimed invention. In particular, it could not be seriously suggested that a regulated chemical 
seller would allow a document service provider to bid for his chemicals. Similarly, would it be 
possible to consider a docximent printing requester to consider a bid from an anonymous chemical 
seller ? There is also no evidence that it is well known in the art to provide for anonymity for a 
tn^okered auction for doctnnent services. 

20 

Huberman shows no advantage of having this anonymity feature as it is already using a broker 
which could facilitate the transaction Huberman taught the broker as the middle man shielding 
the identity of the requester and hence posed no advantage for said requester to be anonymous is 
clear. There is no known disadvantage in using a brokered system such that one skilled in the art 
25 would instantly recognize a need for anonymity by assigoing a handle. In fact by using the 

teaching of Breen vliereby the Ek)cumenl Service Provider is given the name 'Anonymous' and 
the requester with the name 'Anonymous*, the broker system will be will fail for it could not 
distinguish them. 

30 Secondly* it also begs the question, why would a brokered system need to u$e assigtunent of 
handles for the parties when the broker being the intermediary is well aware of titie identities of 
both parties ? Huberman teach that a broker is to select and reveal the identity of the successful 
bidder (printer) to die printing requester made it clear the need for a broker, absent of any 
disadvantage. 

35 

Page 4 of 3>l^^ 



PAffi5/35*RCVDAT6/5Q005 9:59:33 AM [Eastern Dayp 



'17/84/2003 06:37 -t-l -309-4377071 



ECORPNU 



PAGE 0& 



Application number: 09/534233 Art Unit: 3628 

Applicant: Khai Hee Kwan Examinen Clement^ B Graham. 

Title: System and method for conducting an electronic financial asset deposit 
auction over computer network 



While Breen taught of anonymity of the kind whereby the real name of the peinson is concealed 
and substituted by the word "anonymous" , BUT this is not what the applicant is claiming, nor 
could it inherently show assigning a handle by reading a user agreement as suggested by the 
examiner- Sec Coming Glass Worics v. Sumitomo Elec. US.A,, Inc., 868 F.2d 1251, 1255-57, 9 
5 USPQ2d 1 962, 1 965-^ (Fed. Cir. 1989) ("To read the claim in light of the specification 
indiscriminately to cover all types of optical fibers would be divorced jfrom reality.") 

And even ff assigning handles is known, this does not mean it is also well known to do so for 
deposit applications as Breen teaches for matching of buyers/sellers of regulated chemical, a 
10 completely separate art. There is no evidence in Breen to show that a handle is necessary in order 
to solicit a competitive bid or to match an anonymous party. Also noted in Breen, the need for 
anonymity is an option ( See Breen Fig 14A) whereas for our claimed invention is an necessity. 

And even if one skilled in the art could find it necessary to incorporate our assigning of handle 
15 feature as an extension of its bare anonymity feature, said feature is in cotrflict with Huberman. In 
Breen, the need for anonymity lies with Ifae business of matching regulated chemicals for sale is 
understandable. Parties involved in such business may find it advantage not to reveal their 
identities for commercial or security reasons and as such Breen's system accommodated by 
providing the fiill transaction cycle from matching to delivery. However, Huberman's brokering 
20 system requites these ideniities to be revealed by the broker at the conclusion of the bidding 

process in order to complete the transactioiL Similarly, our claimed invention requires the deposit 
appHcant ( as opposed to broker ) to reveal his identity in conflict with Breen. 

There is nothing in Hubemian to show that a requester would be agreeable to conclude a 
25 transaction with an anonymous printer provider which could only mean that both features are not 
combinable. Finally, we submit that there is no logical reason why an anonymity feature found in 
a regulated chemical exchange would lend itself to a document printer service provicter since 
neither prior arts arc analogous to each other and more pertinently no teaching to combine each 
other features to meet deposit auction system. As stated in Re Qua " There is no suggestion in 
30 cither [prior art] patent as to how the features of the two devices could be combined as to meet 
the stmcture claimed. " ( Ex parte Re Qua, 56 USPQ 279 ( CCPA 1942)), 
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Subiect Matter : Deposit Auction Svsiem 

The examiner had not provided evidence showing both prior arts are confixmted with the same 
problem as we are resolving nor by combining both prior arts solve our problem of seeking 

5 competitive deposit returns, "a reference must be considered 3CM:>t only for what it expressly 

teaches, but also for what it fairly suggests," In re Burckel, 592 F.2d 11 75, 1 179, 201 USPQ 67, 
70 (CC?A 1979), In both prior arts there is no evidence of suggesting deposit auction system even 
by a wide reading including non-preferred embodiments ((tefinition of *fairly surest' means 
including non-prefeixed embodiments). This clearly shows the examiner had used hindsight to 

10 link missitig features which are not combinable to partially reached our claimed invention. 

While auctioning and matching system (with or without a broker) are well known, they are not 
well known or obvious for deposit application whereby the need for handles are required at the 
outset in order to display the applications over a network. At the conclusion^ these handles are 
15 removed to reveal the identities but only with the authorization of the handles* owners and not by 
brokers or other means. These differences identify the subject matter ''deposit taking" field being 
different to the need for complete secrecy in Brcen or in Huberman vrfiere it teaches a broker in 
control. Our submission above can be summaries in the following Table A 



Fcatures/Eleroents 


Hubeamaa 


Breen 


Our daimed Invention 
(c^aim 15") 


I>eposit Application 


No 


No 


Yes and indudes money 
or securities being on 
ofter to attract a 
competitive return. 


Assigning of handle 


No 


No (Option to be 
Anonymoxjs only) See 
Fift 14A 


Yes for dcpofflt applicant 
during auction 
period. 


Type of System 


Brc^creU Auction 


I>irect Uacr Select 


Nofl-Brok«>ed Auction 
where user selects. 


Anonyimty 


IdetKUties knovm to 
broker. 


Yes as an option and 
without handle 


Yes by assignttig a 
handle 


Reveal Ideaitity under 
conuol of deposit 
applicaat/requestttT. 


No, Broker reveal the 
identities of selected 
bidders fox requester. 


No if anofiyraity option 
is selected fljid per user 
agreement. 


Yes 
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Non-Monetary Bids for 
Deposit 


No 


No 


Yes, bid* arc a 
combination of deposit 
leims or in exchans^. 


Displaying of 
Anonymous Appticatioa 
over a network 


No, applications are 
send to selected bidders 
by bf oadcast'tng. ( Cdi 5 
Une 1^) 


Yes 


Yes 


Deposit Taking 
\iV3titution 


No 


No 


Yes 


Selecdon/Mftlching 


Yes by Broker, a number 
of lowest price bids to 
be presented to 
requester or select by 
broker. ( Col 4 line 5- 
JO) 


Yes by Biiyer5;/SeUers 


Yes by Deposit 
Applicant ft>r the highest 
return for deposit 



We submit that because Huberman in combination with Breen do not feirly teach this "deposit" 
system nor the subject matter of deposit auction nor the ofifer of money/securities and deposit ra 
bids or tearms of exchange (elements not found in reading both prior arts), liiis obviousness actio 
5 must fail. Viewed as a whole, neither prior arts in combination are directed at the same subject 
matter as found in our claimed invemion of soliciting competitive deposit terms. The following 
details our claim by claim analysis traversing the examiner's assertions. 



10 Claim 15.18.19 



This is a 103(a) rejection. We respectfully traversed this rejection. 
] 5 Evidential Analysis of Examiner's determination. 

The applicant respectfuUy disagrees witihi the Examiner's assertions that Huberman in view 
Breen discloses : 
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A method for soliciting competitive terms of deposit operating on a '^^^^T'^J^^'f 
system including a programmed computer connected ^ ^^^^^^^^^^^^'^'f.^^ * f^^^^^^^^^ 
usa:s within a first selected period of time and anonymity means for conceal ing the identities of 
deposit appUcants, the method executable at said computer compnsing: 

' a) receiving deposit application fit,m a prospective depositor who is a respective one °f ^^e "sers, 
wherein said application comprising permissible personal information and money, secunties or 
financial equivalent deposit offer terms as subscribed by the prospective depositor, 

10 b) assigning a handle to conceal the real identity of deposit applicant and displaying it 

anonymously; 

c) receiving from at least one deposit-taking institution, who is a respective one of the users 
communicating over the network, at least a tespective one of the responsive bids for said deposit 

1 5 application wherein said bid comprising at least one of responsive deposit terms, type of 

guarantees, payment schedule, deposit rate, securities in exchange and terms of exchange: and 

d) receiving an electronic instruction from the deposit applicant, notiiying and aulhorizing at least 
one selected deposit-taking institution to access a real identity and personal informauon of said 

20 aM>licant for a second selected period Of time. 

Applicant submits that Hubetman had actually stated that his invention is for document service 
(Col 7 hne 44) which bears no resemblance to the subject matter of deposit appUcations. How a 
document service could reveal deposit auction is not taught There is no evidence shown by the 

25 examiner to reveal document service provider / applicant would inherently reveal any relationship 
to deposit taking institutions / depositors. Even the broadest interpretation of our claim 
construction could not reach document services. As mentioned in Morris. J 27 F.3d at 1053-54, 
such broad interpretation must be reasonable. Thus, how one skilled in the ordinary art of deposit 
taking could read deposit auction in Hulrerman has not been shown by the examiner. Or stated 

30 differently there is no evidence to show one skilled in the art of deposit taking would consider 
Huberman cum Breen as sufiSciently motivating to modify to show our claimed invention. And 
furthermore, there is no suggestion that Hubennan will work without a broker as found in our 
claimed inventioa We respectfully ask tibie examiner to show stq)poiting evidence. 

3 5 For each of the above subsection (steps) inclusive of elements will be rebutted as below: 
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"A method for soliciting competitive terms of deposit operatirm on a deposit auctioa syst em, said 
svstetn including a programmed coTnuuter connected to a network accessible bv a plurality of 
users within a first selected period of time arid anonymity means for concealing the identities of 
5 deposit applicants, the method executable at said computer c omprising :^ 

The examiner has not shown the element of anonymity or why would it be inherent for document 
service requester to be anonymous. The fact that Huberman details a broker process for such an 
auction service does not inherently shows its applicants/requesters are accorded anon>Tnity by 
10 assigning handles nor is tt known in the art that such an anonymity means must necessarily exists 
in an document service jobs request. The examiner presented col 3 and line 40-58. The examiner 
had asserted that because there is a teaching of *brokered' auction this could be interpreted as 
concealing the identities. 

15 Apphcant respectfully disagrees with the Examiner's assertion that this could be interpreted as 
concealing the identities means by deposit apphcant. The examiner does not cite any references or 
publications nor does the examiner provided any other evidence to support this contention. Even 
if by using a broker process wherein the identities are concealed, this by itself docs not necessarily 
means the broker process is assigning the handles (the means of concealing) for deposit applicant. 

20 Huberman's method is merely designed to conceal the identities of the document requester and 
document service provider from each other and NOT from the broker during the auction process. 
This teaching could not fairly suggest that deposit applicant is in the same vein. In this claim it is 
clear the identity of the deposit applicant is concealed by assigning a handle and NOT by broker 
And even if said identities could be concealed from the document broker without any 

25 disadvantages, it is not well known to do so via a computer network for deposit auction users 
(reading the preamble as whole) whereby NO broker is found in our claimed invention. 

a^ receiving deposit application from a prospective de posi to r who is a regpect ive one of the user$, 
wherein said application co m prising permissible p ersonal information and money, securities pr 
30 financial eq uivalent dePQsit offer term s as subscribed bv the prospective depositor; 

Huberman details how to solicit documents service jobs through a broker and suppliers submitting 
bids to the broker. The examiner provided evidence from Huberman at Col 3 line 65 and col 4 
lines 5-15 which actually read on how the Hornment requester can avoid being locked to the 
35 wiimer or select the supplier of their choice. 
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The Televant evidences submitted by Examiner finom Hubennan arc quoted in below for ease of 
examination: "For example, the customer caa be given an opportunity to confirm the terms of the 
deal before agreeing to enter the transaction. Thus> after the broker closes the bidding and informs 
5 the customer of the vsdmxing supplier and price, the customer can (and typically will) be given an 
opportunity to indicate to the broker whether an acceptable result has been reached, and if not, to 
decline or cancel the job altogelJier, In this way, the customer is not bound to pay a price that is 
unacceptably high or to work with a supplier that the customer prefers to avoid " 

10 Based on the evidence, we failed to see how this would show a deposit application comprising 
personal inforaiation, money, securities and terms of offer by depositor. It is well known that a 
document requester would only provide details on how many pages to print, where to send the 
printed documents etc. In Hubemian, at Col 4 at line 45 showing the details required^ say 100,000 
copies of its annual report printed and mailed to its shareholders, particularly at line 60, nmnber 

15 of copies, ttie size and paper quality, geographic distribution, time-table and any particulars that 
will be needed for supplier to estimate their cost for completii^ the job. There is no suggestion 
here that the requester is asking the printers to provide a quotation to print money and securities 
and less certain how the printer could provide a quote or bid on this to reach our bids elements of 
payment schedule or deposit rates or terms or exchange etc ( see step c below). It is clear that the 

20 imresolved diflferences show Hubennan's machine could not be adapted to solicit deposit rates. 

If the examiner is suggesting a * request' by itself in Huberman is capable to read into deposit 
taking then we must respectfully ask for evidence. As this patently does not anticipate, we 
lespectfully ask the examiner to provide a reason to show why one skilled in the art would modify 
25 a document request to a deposit application request to support a prima facie obviousness. 

c^ receiving from at least one deposit-taking instituti on, who is a respective one of th0 u$ers 
communicating over the network, at least a respective one o f the responsive bids for said deposit 
a pplication wherein said Hirf rrmi prising fit l east one of responsiv e deposit terms, type of 
30 ^lAranfPifi s. payment schedule^ deposit rate, securities in exchange and terms of e xchamge: and 

The examiner i^ovided Col 3 lines 45-65, Col 4 line 5-65 and Col 19 lines 45-60 and Col 20 lines 
5-10). The evidence shows brokering process for document request solicitation but not for deposit 
application whidi could only attracts deposit taking institutioDu (Huberman Col 3 to Col 4 Line 1- 
35 19). 
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The evidence of claim 1 of Hubernian actually do not show deposit taking institution, submitting 
a bid but rather "suppliers" and reading Hubennan's specification must mean printing service 
providers. No evidence has been advanced to show how said suppliers is inherently known in the 
5 art as deposit taking institutioDu We submit that a deposit taking institution does not provide 
printing/document services nor vice-versa. It is also difficult to consider why a deposit taking 
institution could bid for a printing request in practice. Therefore prima facie this has failed to 
reveal deposit-taking institution limitation. 

10 Our claim here is specific and requires the bids to be comprising ^Yesponsive deposit terms, type 
of guarantees, payment schedule^ deposit rate, securities in exchange and terms of exchange" 
from a deposit taking institution while Huberman only shows " bids can be reconciled to establish 
a price We submit this 'price' does not anticipate our said elements and it is well known that a 
potential depositor is not interested in a price to print documents. He is interested to know what 

15 he can receive in exchange for depositing his shares or money with a deposit taking institution 
and hence the response muist be such as terms of deposit, exchange terms etc. 

There is no evidence to show it is commonly known in the document service industry to strocture 
bid as "exchange terms of deposit" responding to their clients who are requesting for a price $ for 

20 their document service. The common practice for deposit taking institution is to provide a deposit 
rate { say 5 percent per annum ) which could not be found from a printer service provider. This is 
to say if a requester asks for a price to print documents^ would it be reasonable for the respondent 
service provider to return a bid in terms of an interest rate ( 5 % ) or exchanging deposit for shares 
( 200 IBM Shares) in effect paving the printing requester ? We submit that this will be most 

25 unusual in the printing business which again illustrate the difTerence subject matter being claimed 
here. 

d^ receiving an electronic instruction from the deposit applicant, notifying and autho rizing at least 
one selected deposit-taking institution to access a real identity and per sonal information of said 
30 applicant for a second selected period of time. 

The examiner provided evidence from Huberman Col 5 lines 1 0-30 and we reproduced below for 
ease of referencing in quotes: ^At the close of the auction, perhaps a few milliseconds or a few 
seconds later, the broker has determined which supplier has won the auction and al what price, 
35 Stippose that the supplier has its central offices in Kansas City, with various printing facilities 
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and branch offices worldwide. The broker communicates the name and Internet address of the 
winning supplier to the customer, along with the quoted price, and provides ike customer with an 
opportunity to accept or decline the transaction. Assuming, that the customer accepts, the 
transaction goes forward The substance of the job (e,g,, the contents of the report and the names 
5 in the stockholder mailing list) can be provided electronically to the supplier by the ctdstomer, 
either directly or through the broker, along with accounting information such as the ctistomer's 
billing address or credit card or electronic funds transfer information and the payment terms. The 
supplier tracks this information at its Kansas City headquarters and performs the printing and 
mailing at several locations, for example, printing 85.000 copies at sites in San Antonio and 
1 0 Omaha for mailing to U^S^ addresses and 15, 000 copies at a site in Singapore for mailing to 
addresses in Asia, The report is printed immediately and mailed later that day. Meanwhile, the 
broker collects a fee from the customer, or the supplier^ or both, for services rendered The fee 
can be paid electronically or conventionally. '* 

!5 As evidenced above, the relevant steps are (1 ) the broker communicates the name and internet 
address and (2) at that stage the customer has the opportunity to accept or decline. 

This is obviously in contrast to our claimed element (d) whereby the deposit applicant's selected 
deposit taking institution is notified and authorized to access deposit applicant's real identity. 
20 There is no broker in our claimed invention. In re Stencel, 828 F.2d 75 1, 754-55, 4 USPQ2d 1071, 
1073 (Fed, Cir. 1987) (ftinction stated in claim distinguishes from prior art). Firstiy our claimed 
element reveals the ^authorization' to be with our deposit applicant ( receiving an electronic 
instruction from deposit applicant ) and NOT with broker as in Huberman. 

25 The words ^notified and authorized* means there is substantial control by deposit applicant which 
is not found in Huberman. This is clearly evidenced by Hubcnnan where it is taught *'At the close 
of the auction, perhaps a few milliseconds or a few seconds later, the broker has determined 
which supplier has won the auction and at what price ( Col 5 line 8-11). This shows that the 
control as defined by *determitiing * is by the broker. The broker can also select a few printer 

30 providcre to be shown to the requester leaving the decision to select ( Col 4 lines 5-10) but this 
still do not show our deposit applicant authorizing his identity to be revealed to the deposit taking 
institution(s). This is tiie crucial difference wiiere we reveal the identity of the deposit applicanl ( 
requester in Huberman) while Huberman teaches revealing the identities of the printers { deposit- 
taking institutions in our. claim). The examiner did not explain this apparent difference and while 
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this may be a reversal of roles, it also reveals the fundamental control being in the possession of 
the applicant and not the broker. 

The broker process is the root of Hubennan's invention. In this claim, the bidders cinn bids are 
s displayed^ allowing the anonymous applicant to select and not an intermediary (as there is no 

broker in our claim). Given a broker is used as in Hubenaian then what would be the motivation to 
modify using applicant to select and authorize access to his identity, in effect replacing the role of 
the broker ? To reach otir claimed element, the examiner would have to provide reasons to 
extinguish the need for a broker in effect destroying Huberman's inventioiL No evidence has been 
1 0 drawn to our attention. 

In our claimed clement (d), Ae would be depositor directly selects the deposit taking institution 
allowing access to the depositor's real identity for a period of time without the aid of a broker . At 
all material times, the potential depositor has access to the real identities of the deposit taking 

15 institutions upon placing bids so it does not follow Huberman's teaching. Also note thai given our 
deposit applicant has control to select, the final choiee of acceptance or rejection therefore lies 
vnlh the selected d^sit taking institution and not with deposit applicant. This obviously is in 
contrast with Huberman which taught the document printing requester (deposit applicant) has the 
choice of accepting or rejecting. This differeiKc in reversed roles qualifies as ^^dramatically 

20 structural difference" that are used for dififerent purposes and in particular, wliat motivation could 
be found to modify so ? 

Fmther, it is also clear that our deposit applicant has unfettered access to the bidders/bids during 
the auction and post auction which is not foimd in Huberman as it employs a broker. This again 
25 highlights the importance between using a broker where there is no direct interaction and our 
claimed invention where there is between tite applicant and deposit taking institution. As noted 
because of this interaction, there is a necessary need for handle in order to distinguish each 
applicant to avoid confusion. 

30 h) flfLsip;nin ^ a handle to conceal the real identity of deposit applic ant and displaying it 
anonymously; 

The examiner conceded that Huberman failed to teach assignment a handle but asserted this is 
found in Breen. The examiner provided evidence in Ol 9 lines 58-65 and Col 14 lines 12-23 from 
35 Breen. This merely shows a user agreement incorporating anoD^ity for buyers/sellers. 
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We respectfully submit such an agreement is otdy evidence incorporating anonymity but by itself 
could not evidence Breen^s system assigning a handle to conceal the real identity ajid displaying it 
anonrvtnouslv. The examiner provitkd no evidence to show that "assigning a handle*' must 
necessarily be obvious fix)m user anonymity agreements nor any evidence to show why would one 
5 skilled in the art modify to assigning a handle. As stated in Rockwell Int'l Corp v US, 147 F .3d 
1358, 47 USPQ 2d 1027, 1033 ( Fed Cir 1988), " the consistent criterion for determining 
obviousness is whether the prior art would have suggested to one of ordinary skill in the art that 
this process should be carried out and would have a rcasoixable likelihood of success/* The 
examiner made no assertion there is so defect in Breen^s Anonymity means such that one skilled 
10 in the art would carry this process to assign handles. 

From Breen's Col 15, lines 50-53 it shows that a seller can check a box to remain anonymous 
which means this is an option only and by itself does not infer that a transaction must necessarily 
be anonymous. In Breen, the teaching is merely to conceal the identity firom other users witfiout a 

15 handle is assigned by the system. For example see Fig 14A where the seller's name is 

"ANONYMOUS". There is a difference between a haadle say MrBig*' and "ANONYMOUS". 
Therefore, it is clear our pr<rf>lem to ensure applicants could be identified later (after the 
conclusion of the auction period) by the deposit taking institution is not found in Breen. In fact, 
Breen has no such requirement given the system is both matching and contracting ( Full 

20 transaction cycle). 

Therefore, Breen's users who elect to be anonymous will have their names assigned as 
ANONYMOUS, ( See All FIGS in Breen showing both seller and buyers with the name 
"ANONYMOUS") would not be an issue as compared to our need to distinguish them by a handle 

25 which is unique and identifiable BUT without revealing the real identity. This difference 

crucial given that our deposit applicant albeit being anonymous ( having been assigned a handle) 
could be distinguish amongst other applicants and interact with the deposit taking institutions in 
order to conclude the depositing agreement In short, the deposit taking institution could 
distinguish between MrBig as one ^>plicant and MrSmall as another and hence response 

30 appropriately. The same could not be said if all applicants appear to be ANONYMOUS as taught 
by Bieen. This interacting means is also critical and distinguishes from Hubeiman as neither 
parties (buj^r-seller) could interact DIRECTLY during the auction period 



35 
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The motivation. 

Where obviousness is alleged to arise from a combination of elements across various references, 
proof of obviousness must include a suggestion, motivatioiJi, or teaching to those skilled in the art 
5 to make the combination. Iron Grip Barbell Co. v. USA Sports, Inc., 392 F.3d 1317, 2004 U.S. 
App. LEXIS 25769 at No, 04-1149, slip, op. at S (Fed Cin Dec. 14, 2004). 

The examiner provided the motivation as "in order to facilitate transactions between buyers and 
sellers without identifving the parties involve in the transactio^'^ 

10 

We submit the above stated motivation feils to substantiate a need to combine with anonymity 
feature found in Breen The operative words in order " is used to positive this motivation as 
suggesting that transactions in Huberman will Ml uxuless it has this anonymity feature. We 
respectfully disfi^ree. The fectual que^on is why should Huberman use the anonytnity features 

15 for its clients when it is already clear that the broker has access to their identities. Is it logical to 
provide anonymity features to them when their identities are already known to the broker ? The 
answer may be YES if Huberman had taught of allowing the buyers and sellers to interact with 
each other directly or where Huberman could function without a broker. Btit there is no such 
suggestions in Huberman and rightly so given that if buyers and sellers could interact with each 

20 other directly then why the need for a broker ? And even if they are allowed to interact Avith each 
other directly, there is no suggestion that they need to be anonymous in order to facilitate a 
transaction As we mentioned, the need for anonymity is depending on the trade or business which 
distinguishes the Art. In deposit taking, the need for anonymity is clear given no users will ever 
announce their identities online so that otli^rs such as the IRS could identify them with prejudice, 

25 The same cannot be said for Document Printing Requester. 

The application of a broker is the root of Hubennan'^s invention whidi is well known in the art to 
be able to facilitate transactions. The requirement of a broker in Huberman is therefore one 
justijSable for commercial self-interest in matching the parties and not that the parties ( buyer- 
30 sellers) have to be anonymous so to facilitate transactions. The examiner provided no evidence on 
record that transactions in Huberman would fail without a broker for WEUiting of anonymity. 
Similarly even in Brcen, the anonymity feature is merely an option ( Sec Fig 14A) wiiich fairly 
suggest that lack of this feature does not show the transaction in Breen will feil. 
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Therefore, the motivation does not articulate why the specific need for anonymity or using 
handles as trajoisactions between buyers and sellers could already be accomplished by Hubennan's 
broker method, "unless the prior art suggested the desirability of [such a] modification" or 
replacement In re Gordon, 733 F.2d 900, 902 , 221 US P.Q- (BNA) 1 125, 1 127 (Fed. Cir. 1984). 

5 

There is no known defect in Huberman's brokering method (without client being anonymous to 
each other) such that one skilled in the art must necessarily see the anonymity in Breen as ihe 
specific answer and hence provide the motivation. 

10 Furthermore, Breen requires anonymity to be a permanent feature to preserve privacy and real 
identities of its users by agreement if anonymity is selected by said users. There is no suggestion 
for deposit applicant to authorize revealing their identities on their own initiatives in view of our 
claim as a whole. In fact, Breen shows no teaching for its users to ever reveal their identities once 
they have opted to be anonymous. 

15 

Specifically, Breen also foils to reach our claimed element in two respects, the first being the 
handle is assigned to ONE party being the deposit applicant ( Breen teaches botibi buyers and 
sellers electing to be anonymous and displaying "anonymous'') and secondly Breen did not teach 
whereby one of the deposit applicant notifying and authorizing his identity to be revealed at the 

20 end of the auction. Huberman only teach the broker revealing the identity of the document service 
provider or alternatively being selected by requester. Any revelation by itself would be fatal in 
Breen as its user agreement expressly guarantee anonymity for both seller/buyer if selected. As 
such the user agreement is also in conflict with Huberman. In fact, the teachings are in conflict 
and taken as a whole, this simply undennined the motivation as asserted by the examiner ^ 

25 order to facil itate transac tions between buyers and sellers without identifvintf the parties involve 
in the transaction". 

In the case where, Breen*s users did not choose "anonymous" then their identities arc known and 
hence would suggest it is not combinable with Huberman as this conflicts with the motivation 
30 stated by Ae examiner above. 

Where both are anonymous then while it supports the examiner's asserted motivation, it is also in 
conflict with Huberman^s teaching to reveal the winner's identity to i^cilitate transaction after the 
auction. 

35 
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As to the displaying element, we submit the cited motivation feils to show this. There is no 
evidence tn Mubennati that its boardcasting method is unreliable such that one skilled in the art 
would modify it to displaying over a network. While Breen uses displaying method, no evidence 
has been shown how a boardcasting method could be combined with displaying method or the 

5 result of such a combination. In fact, given the nature of the bxisiness where a broker (having 
industry knowledge) is being used, its selective transmission may even be more effective than 
merely displaying over a network. We therefore respectfully submit the examiner had not been 
able to articulate a reason or a need for substituting this element and hence there is no teaching to 
combine found in Huberman to combine with Breen. Kotzab, 217 F3dat 1371 (''Particular 

10 findings must be made as to the reason the skilled artisan, with no knowledge of the claimed 
invention, would have selected these components for combination in the manner claimed. "). 



Table B below shows how identities are accessed during and after the auction. 



Table B 


Breen ( with 
Anonymity Option) 


Hidserman 


Our claim 15 


Ehmng 
Auction 


Both buyer and 

seUerare 

anonymous. 


Requester is not part or 
even have access to the 
auction itself and has to 
rely on broker to provide 
the details. Broker knows 
both requester and 
suppliers but they are not 
known to each other. 
Furthermore neither 
requester nor suppliers 
could interact witih each 
other until end of 
auction. 


Our deposit applicant knows 
the bidders' identities and 
bids terms during the auction. 
Even though bidders do not 
know the applicants^ they 
could distinguish them by 
their handles and hence could 
interact with them. 


Post Auction 


Both buyer and 
seller axe anonymous 
as the transaction is 
facilitated by 
intermediary. 


Broker submit a list of 
winners fox requester to 
select, lists includes real 
identities of said 
suppliers. 


Said api^icants provide 
access to their real identities 
to selected deposit-taking 
institution for a determined 
period of time. 
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sum^ we therefore submit that not all elements have been aiiticipated nor made obvious by 
Hubennan in view to Breen, in particular, the elements of assigning handle, deposit auction 
system, bid comprising responsive deposit terms, type of guflrantees> payment schedule, deposit 
5 rate, securities in exchange and terms of exchange, deposit ^>pUcation compnsing permissible 
personal inJfbmiation, money, securities deposit terms of offer, notification and authorization by 
deposit applicant to access real identity of said 

The motivation to combine with Breen seems to be in conflict as Breen requires anonymity to be 
10 preserved by agreement while Huberman teaches revealing the identity at the end. There is no 
reason why Huberman would see any advantage to use anonymity as it relies on a broker without 
ever wanting the users to interact directly during the auction period. There is no evidence of any 
disadvantage where Hubennan could not facilitate transactions such it must necessarily employ 
the anonymity method as the stated motivation suggest. Nothing had been shown as to why 
15 displaying over a network is preferable to broadcasting in Huberman. 

Both prior arts also fail to reveal deposit applicant sending an electronic instruction to notify and 
authorizing access to said applicant's identity. Also critical is that, in claim 15 the deposit 
apph'cant ha s full knowledge of the bidders' real identities and their respective bids during the 
20 auction period contrary to the stated motivation where the examiner suggest anonymity for both 
parties. The fact that our claimed invention requires appUcant's identity to be revealed at the 
conclusion of auction contradicts Brecn's user anonymity agreement. And even if this is meet by 
Huberman albeit in reverse order and without applicant's control, it still could not be combined 
with Breen, which requires complete anonymity. 

25 

Viewing as a whole, the feet that Huberman taught of using a broker process which is not found in 
our claimed invention means fimctionally it is different from our claimed invention, nor is there 
any particular motivation to modify this to a non brokered auction so as able to incorporate 
anonymity features or such modification could reach our deposit auction system. See Kolmes v. 
30 World Fibers Coip., 107 F.3d 1 534, 1 541 , 41 USPQ2d 1 829, 1 833 (Fed Cir. 1997) (Invention was 
not obvious where there was no suggestion or motivation to modify teaching of reference.) 

Applicant therefore respectfully submit that this claim be allowed 
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Claim 16 



15 



The methid according to claim 15, fiirther comprising a step o/receivin^^from deposit applicant 
communicating over the netvuork. an electronic instruction selecting at least one of responsive 
deposit-taking institutions hided for said depositor's application. 

The examiner asserted that Huberman discloses a step of receiving from deposit applicant 
communicate over the networic, an electronic instruction selecting at least one of responsive 
deposit taking institutions bided for said depositor's application. 

Claim 16 is dependent on Claim 15 and hence covers all the elements expressed therein and as xve 
have submitted is not made obvious by Hubeimau in view of Breen. On its own, this Claim 
merely shows deposit apphcant selecting a deposit taking instimtion but Huberman only teaches 
selecting printing supplier which inherently could not reveal deposit-taking institution. The 
examiner provided evidence from Col 3 lines 45-65 and Col 4 lines 5-65 which shows broker 
process cither selecting a winner or preparing a number of winners for selection by requester. 
There is no broker process in our claim and this claim invention is not selecting document service 
20 suppliers. 

As for evidence Col 19 lines 45-60 and Col 20 lines 5-10, these are referencing Claim 1 of 
Hubenwan of the broker process selecting the customer and supplier and proposing the selection 
for a commercial transaction which we submit fail to teach our deposit ai^hcant selecting the 
25 deposit taking ijostitution ( the element missing in Huberman). 

Even where the requester in Huberman is given the opportunity to select the printer suppliers on 
its own accord ( Col 4 line 5-10 ), there is still an issue where these printers suppliers are selected 
based on a criteria such as lowest prices as opposed to our terms of deposit or seciuitics in 
30 exchange. This may be diflficuh for our claimed deposit applicant as his criteria is certainly to 

choose tiiose who will return the HTGHEST for his deposit, in effect asking the document service 
gov^der to reward hin^ foy his depQsitS- In Huberman, the bidder is seeking to be compensated for 
his service. 



35 
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To anticipate a claim every clement including deposit taking-institution and deposit applicant 
must be shown. Where elements arc not found this could only be made obvious by a suggestion or 
by combining with a secondary reference. Further more as Claim 16 is also rejected based on 
103(a), a motivation must be provided even where a single reference is used. None was evidence, 
5 (See B.F, Goodrich v. Aircraft Braking Sys. Corp., 72 F-3d 1577, 1S82, 37 USPQ2d 1314, 13 18 
(Fed. Cir. 1996) (motivation to modify a single reference) 

We respectfully submit this claim should be allowed 

10 gaim 17 

The method according to claim 15 includes a step of verifying the ownership of said money, 
securities or financial equivalent under deposit offer terms in the deposit application as 
subscribed by the prospective depositor 

15 

The examiner asserted that Huberman discloses a step to verify the ownership of mmiey, 
securities or financial equivalent and provided Col 1, lines 15-20 and Col 3, lines 40-55. 

The evidence shows document services such as " {Hinting, scaiming, interpretation, binding, 
20 colorization, transmission, mailing, conversion and authentication, searching etc. But note that 
authentication is further defined as within a document or in a database of documents at Col 1, line 
21-22 which is not the same as verifying the ownership of money, securities etc. 

This begs the question whether ''authentication" as described in Huberman means specifically for 
25 mor^y» securities or financial equivalent verification of ownership or legal entitlement We 
respectfully submit that there is no evidence in Huberman relating to deposit taking and by the 
same, there could not be teaching to meet our claim clem^t of verifying ownership for deposit. 

Document service providers are further defined as professional print shops of publisher or in 
30 house corporate or government document services departments at Col 3 line 40-45. Documents 
are for example aimual reports as per Huberman' s example in Col 5 and even if can extend 
this to the provision of printing money, securities and financial equivalent, this by itself does not 
mean document service provider could verify ownership of said. 
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Document service provider as in Huberman refers to the service of printing and in the process of 
fainting of security document such as money, shares certificates etc, whereby the "document" 
must be checked or authenticated. Given these are newly printed documents, we submit such 
authentication could not mean verifying money or securities as presented by the deposit applicant 
In contrast, the verificatioi i process is simply to ensuie the physical money presented is not 
counterfeit or legal title is unfettered by checking the account details by electronic means over a 
banking network. We arc ( loubtful document service providers could perform such verifications 
given that they cannot even take deposits by law and even if they can, this does not bestow they 
with access to the deposits ir's accounts over a banking networic. 

We respectfijlly submit th at elements discussed above have not been anticipated by Hubcrman 
and hence this claim shou d be allowed Further more as Claim 17 is rejected based on 103(a), a 
motivation must be provi< led even where a single reference is used. None was evidence. ( See B.F. 
Goodrich v. Aijoraft Braking Sys. Corp,,72R3d 1577, 1582, 37 USP02d 1314, 1318(Fed. Cir, 
1996) (motivation to modify a single reference) 



Also note that in Claim 3<i 
verifying the ownership o 
as we are unable to resolve 
oversigjit on the examinei[ 

Claim 18 



The examiner has groupep 
provided no evidence as 



t? 



"The method according 
of bids for rhe depositor 'i 
comprising deposit terms, 
exchange and terms of ex c> 



, examiner acknowledged that Huberman fails to teach means for 
money. ( At Action Letter page 6 ). We will deal with Claim 36 below 
this apparMt conflicting assertions and have to assume this may be an 
*s part which is understandable given the work load. 



t3 



Claim 18 under Claim 15. As this is a 103 (a) rejection, the examiner 
how this claim could be obvious. As this claim is dependent on Claim 



15 hence it incorporates our rebuttal as per Claim 15. Claim 18 is repeated below for clarity 
for rebuttal sepamtely. 



Claim 15, further comprising a step of maintaining data representative 
application in a database accessible to users over a network, said data 
type of guarantees, payment schedule, deposit rate, securities in 
•hange information on each of a plurality of submitted responsive bids- 



The most pertinent point here is that the data is accessible to users including other potential 
depositors and deposit ta^mg institutions ( in Huberman to read othey requesters and suppliers) . 
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As already mentiotied, the fact that a broker is used, it will be unusual to see the bidders' data 
available over a network for users. In short, if the data is available it could only mean the buyers 
and sellers could interact directly without a broker which is contrary to Iluberman^s teaching of 
using a broker. The fact that the broker has to provide the winner's details including bided price 
5 to complete the transaction means Hubennan did not suggest requester having access to the 
bidder's data or bid information during the auction process. (Col 3 line 65 to Col 4 line 5). 

Huberman further describes that it can accommodate any type of aucticms and gave examples in 
Col 10 line 35 to line 67. For example, it i^^fers sealed bid second price auctions^ english and 

10 dutch auctioi^. The fact that it is a sealed bid would mcnn it is not accessible. While generally 
auctions are open in the sense that bids are clearly seen by others but given the broadcasting and 
broker approach as taught by Hul>erman, we arc convinced that it is more probable than not that 
said broadcasting is targeted and private in contrast to our need for providing access to all users. It 
is also fair to submit that even if these data are accessible they are only limited to participating 

15 bidders and not to the requester ( deposit applicant ) given the commercial role of the broker in 
Hubennan which is to facilitate the matching of a requester with a provider. In short, if a 
requester could go directly ( having access ) to the provider then there will not be a role for the 
broker. 

20 And even if the bid data is accessible to all users, we submit Huberman still fails to show the 

various elements found in the bid We respectfully submit that elements discussed above have not 
been anticipated by Huberman and hence this claim should be allowed. Further more as Claim 18 
is rejected based on 103(a), a motivation must be provided even v*iere a single reference is used. 
None was evidence. ( See B.F. Goodrich v Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582, 37 

25 USPQ2d 1314, 1318(Fed. Cir. 19S^) (motivation to modify a single reference) 

Claim 19 

30 

The examiner has grouped Claim 19 under Claim 15 above but we beg to dififer as the substance 
'complete anonymity by assigning a handle for deposit taking institution' of Claim 19 is not foiind 
in Claim 1 5 . The examiner also did not evidence where Huberman ta uidit of otir claimed element 
If the examiner is asserting the missing element could be found in Breen, then we similarly 
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subtnit our earlier rebuttal for Claim 1 5 v/hete Breen was applied Claim 19 is repeated below for 
clarity. 

" The method cf according to claim 15, adapted to further promote a completely anQnymot4S 
5 deposit auction comprising: 

assigning a handle to conceal a real identity of the deposit faking institution. " 

We respectfully transverse the examiner *s rejection. Neither Huberman nor Breen taught deposit 
10 taking institution and document service supi^iers or chemical buyers/sellers even by the widest 
defimtion could not be a deposit taking institution which for one usually is licensed to take 
deposit, a specialist business- 

Secondly, this claim refers to anonymity for all participants during the deposit auction period 
1 5 (jSrst period) which is not meet by Huberman as the identities of the participants are known to the 
broker- 
Thirdly our requirement for handles to be assigned means the deposit applicants could interact 
directly with deposit taking institution albeit anonymously during the auction period since each 
20 are distinguishable by the handles. This could not be achieved by Huberman as the broker stands 
in the way. As for Breen which fails to show handles, there could not be any interaction given the 
users are indistinguishable by using **ANON YMOUS*' as their identities. This is notwithstanding 
the examiner provided no motivation to show why would one skilled in the art modii^ bare 
anonymity to assigning a handle, 

25 

Lasdy, Breen taught preserving anonymity for the whole transaction from matching to delivery 
without ever a need to reveal the identities as per its user agreement Therefore, it would be 
contrary to have to reveal their identities after selection as per our requirement ( completion of 
auction ) in view of Claim 15. As previously discussed there is no teaching to combine Breen's 
30 feature v^th Huberman given their respective conflicts ( ie need for total anonymity in Breen as 
opposed to Huberman's need to reveal the winner's identity for selection at completion of 
bidding). 

We respectfully submit that elements discussed above teve not been anticipated by Huberman 
35 and hence this claim should be allowed Further more as Claim 19 is rejected based on 103(a), a 
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motivation must be provided even where a single reference is used. None was evidence. ( See B.F. 
Goodrich V. Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582, 37 USPQ2d 1314, 1318 (Fed. Cir 
1996) (raotivalion to modify a single reference) 

5 

Claims 24, 25. 26. 27. 28. 

These rejections are respectfully traversed. As these claims are dejpendent claims to 1 5, 1 6, 17, 
18, 19 respectively and different only by the statutory class, we submit our same rebuttal as tefore 
10 found above. 

Claim 29. 30.31.32,33 

1 5 These rejections are respectfully traversed. As these claims are dependent claims to 15, 16, 17, 
18, 19 respectively and different only by the statutory class, we submit our same rebuttal as before 
found above. 

Claim 34. 

20 

This is a 103(a) rejection and we respectfully traversed this rejection. 

The examiner has provided " as interpretive ** and provided evidence in Col 3 line 40-58 in 
Huberman. We have produced the evidence as below: 

25 

"The invention concerns the provision of docxmimS services by suppliers, such as professional 
prim shops or publishers or in-honse corporate or government document services departments, to 
cz4Siomers, such as individuals, companies, or corporate or government departments. Document 
services can include, for example, printing, seaming, interpretation, text and image recognition, 
30 editings reproduction, binding, colorization, transmission (e.g, by facsimile or by electronic 

mail), mailing, storage (e.g., in microphotographic or digital form), retrieval, format conversion, 
authentication, searching and many others. 

In a specific embodiment that will now he described the invention contemplates a brokered 
35 auction in which, for example, a customer who needs a particular document services Job done can 
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provide a request for iht^e services to a broker, Stppiiers can bid competUtvely on the request by 
submitting bids to the broker, w/jo auctions the job qff to (for example) the lowest bidder, " 

Firstly, this claim is partially rejected under 103(a) by ^interpretive' means. Interpretive is often a 
s question of intentions depending upon the prior art rather than strictly on facts found. This is 
when the &cts do not reveal the element ( say deposit auction/deposit applic^t when the facts 
only show document service auction ) and where intentions must be drawn to justify the 
interpretation. We submit this 'interpretive' is not permissible as it is not the standard of 
obviousness rejection which seeks to factually find a reason for modification. Even if this is 
10 permissible, the examiner placed NO evidence on record to show that one skilled in the art would 
necessarily arrive at the same interpretation. If pei^onal knowledge w^ used to gap this, then we 
must necessarily ask for official notice to be taken so to place this knowledge on record to enable 
us to rebut. 

15 Obviousness requires some motivation to show our claimed invention in view of Huberman and 
could not be interpretive. Even if interpretive could be applicable here, the above evidence still 
fail to show our elements in particularly deposit auction system. We submit that "provision of 
document services by suppliers'* could not be interpreted to mean deposit taking services by 
deix)sit taking incStitution. Furthermore docimient service is NOT deposit taking as read from 

20 Huberman. And there is no evidence from Huberman that it has the means to store a deposit 

apphcation or to handle a request for deposit application. Also noting that our claimed invention 
has no brokering process xmder broker control as in Huberman. The language of the claims 
governs their scope and meaning. See Dow Chem. Co, v, Sumitomo Cherru Co., 257 F,3d 1364, 
1372 (Fed CtK 2001). And it is clear that our claim element is unambiguously for deposit auction 

25 and not document services. The examiner also provided no motivation to show why on^ skilled in 
the art of document service must sec it advantageous to adapt to receive a request for soliciting 
deposit taking rates without the use of a broker. 

For elemerrt (a), the examiner asserts 'means for receiving a deposit application' is read as a 
30 request in Huberman. This reasoning still fail since Huberman did not show the means of 

receiving deposit application nor is there any evidence to show a request means in Huberman is 
capable of receiving a deposit application For example see Huberman at Col 4, line 57-^5 which 
described "'The purchasing officer (more precisely, a software process that represents the 
purchasing officer or her company) places the printing and mailing request with the broker^ 
35 providing particulars such as the number of copies to be printed, the size and paper quality of the 
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report, the geographic distribution of the stockholders on the mailing list, the timetable for 
completion of the Job, and any other particulars that will be needed for suppliers to estimaie their 
costs for completing the Job There is nothing in this to show the purchasing officer wants to 
deposit money, securities etc as per our claimed. 

5 

As to Ihe substance and fomi of the deposit j^lication, the examiner provided Col 3 line 65 and 
Col 4 line 5-15 which read providing the customer: (requester in Huberman) the right to confirm 
tiie term of deal before agreeing and about upper prices and broker offering a number of vmmers 
for requester to pick etc. We submit this is not relevant to our need to provide a deposit 

10 application providing personal inforaiation, money, securities or financial equivalent deposit offer 
terms. In short, deposit offering terms could not be the same as document service requests with or 
without a upper price for the bids or able to select winners from brokers. It is quite evident as seen 
from one skilled in the art by providing a document service request will not result in a responsive 
deposit bid by any deposit taking institution. Similarly, a broker or printer supplier in Huberman 

15 would not know what to do with a deposit application indicating deposit terms of oflfer simply 
because they are not in the same business and hence logically their requests or appUcations could 
not be anticipated or obvious or be interpretive to be similar. 

As for subsection ( c ) the examiner provided evidence at Col 3 line 65 and Col 4 line 5-15 to 
20 show depositing term bids. The evidence provided shows how the document service requester 
could select the winner from a number of winnexs provided by the broker and a way for said 
requester to confirm a deal. We submit while this shows bids were provided but there is no 
evidence to show teaching of our bid in deposit terms providing terms for depositing funds. It is 
not reasonable to conclude that a bid from a printer supplier could anticipate or obvious to one 
25 submitted by a deposit taking institution based on its function and form. 

The examiner further provide evidence from Huberman Col 3 lines 45-65, Col 4 lines 5-65, Col 
19 lines 45-60 and Col 20 lines 5-10. 

30 We have reproduced this evidence for clarity. 

Col 3 lines 45-65 reads ^^Document services can include, for example, printing, scanning, 
interpretation, text and image recognition^ editing, reproduction, binding, colorization, 
transmission (e.g., by facsimile or by electronic mail), mailing, storage (e.g., in 
35 microphotographic or digital form), retrieval format conversion, authentication, searching, and 
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many others^ 

In a specific embodiment that will now be described, the invention contemplates a brokered 
auction in which, for example, a customer who needs a pariicutar document services Job done can 
5 provide a request for these services to a broker. Suppliers can bid competitively on the request by 
submitting bids to the broker, who auctions the Job off to (for example) the lowest bidder. 

The auction can^ but need not ^ result in a transaction between a particular supplier and the 
customer for the Job at an agreed'^pon price. Preferably, the customer is afforded one or more 
10 fail'Sc^e mechanisms by which to avoid entering into an unfavorable transaction if the auction 
results prove unsatisfactory. For example, the customer can be given an opportunity to confirm 
the terms of the deal before agreeing to enter the transaction, " 

Col 4 lines 5-65 reads ihis way, the customer is not bound to pay a price that is unacceptably 
15 high or to work with a supplier that the customer prefers to avoid. Alternatively, instead of simply 
picking a winner, the broker can offer the customer a choice of several possible winners^ based 
on (for example) the three or four lowest bids. The customer can then be given an opportunity to 
select from among these candidates, or to decline or cancel. Still further, the customer 
alternatively or additionally can specif a reservation or maximum price to the broker in 
20 advance^ either before the start of the auction or during the auction, and the broker will screen 
out bids above this price. The broker will not propose to the customer a transaction in which the 
Job is to be performed for a price above the reservation price. 

In the specific embodiment, the auction is conducted through the medium of a computer network, 
25 such as a wide-area network. The customers, the suppliers, and the broker or brokers are 

represented by software processes that can communicate with one another across the network, 
Ct4Stomers, styppliers, and brokers can be geogrctphically distatti from one another, and can 
themselves be geographically distributed entities. Nevertheless, interprocess commtmication is 
typically very rapid, even virtually instantaneous. Moreover, the computerized auction sequettce 
30 can be largely or entirely automated, so that it can be conducted with minimal human 
intervention. 

The invention can facilitate the growth of an open market for document services^ a market whose 
business pratytices are very different from the secretive pricing practices of today. In this new 
35 market, customer requests can be placed rapidly cmd continuously, and many customer requests 
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can be placed simultaneously. Suppliers can respond very quickly to the customer requests with 
competitive bids, and brokers can rapidly conduct computerized auctions to match customers "with 
suppliers. It is possible for a final transaction to be ready for customer confirmation and 
subsequent execution within seconds, or even militseconds, of a customer's initial request, even if 
5 the customer is in Chicago, the winning supplier in Los Angeles, and the broker a distributed 
entity somewhere in cyberspace. 

A concrete example illustrates these ideas. Suppose a compare in Des Moines, Iowa needs 
100, 000 copies of its annual report printed and mailed to its stockholders. According to the 

10 invention, the company's purchasing officer logs onto, for example, the Internet (assumed here to 
support data encryption and other protocols to ensure the security of financial transactions) and 
contacts a document services broker. The broker's physical geographic location is of no 
consequence to the company's purchasing officer; all the purchasing office needs to know is that 
the broker has a World Wide Web site or other suitable site on the Internet, and can accept the 

1 5 purchasing officer's request electronically at that site. The purchasing officer (more precisely, a 
software process that represents the purchasing officer or her coir^ny) places theprittting and 
mailing request with the broker, providing particulars such as the number of copies to be printed, 
the size and paper quality of the report, the geographic distribution of the stockholders on the 
mailing list, the timetable for completion of the job, txndatty other particulars that will be needed 

20 for sippliers to estimate their costs for completing the job. " 

Col 19 lines 45-60 and Col 20 5-10 reads 

" In a system comprising at least one processor, a method comprising the steps of: 

15 

executing in the system a plurality of processes inclmiing 

a first collection of participant processes, the processes ofthefn-st collection being customer 
processes, each customer process representing a customer, 

30 

a second collection of participant processes, the processes of the second collection being siq>plier 
processes, each supplier process representing a supplier, and 

a broker process capable of serving as an intermediary among the customer and supplier 
35 processes; 
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providing a description of a commercial docianent service to the broker process; 

responsively to the description thus provided, condttcttng an auction for the document service^ the 
5 auction including the steps of 

submitting a set of bids for the document service, each bid of the set being submitted from a 
participant process, 

10 receiving the bids of the set in the broker process, 

determining in the broker process responsively to the received bids whether the bids can be 
reconciled to establish a price, and 

15 if the bids can be reconciled performing the steps of: 

establishing a price for the document service with the broker process; 

selecting with the broker process from among the customer processes a first preferred process^ 
20 the first preferred process representing a preferred customer; 

selecting with the broker process from among the supplier processes a second preferred process, 
the second preferred process representing a preferred stpplier; 

25 proposing with the broker process a commercial transaction wherein the document service is to 
be provided for the preferred customer by the preferred stpplier at the established price, 

The above evidence mainly shows that "a set of bids for the document service are submitted" but 
this by itself does not reveal type of bids for deposit terms as found in our claimed invention. 

30 Furdiermorc, reading this bids to mean something capable of showing deposit terms bid when no 
teaching is found in Hubcrman is hindsight analysis. See W.L. Gore & Assocs., Inc. v. Garlock, 
Inc.,721F.2d 1540, 1553, 220 USPQ 303, 312-13 (FedCir 1983) ("To imbue one of ordinary 
skiU in the art with knowledge of the invention in suit, when no prior art reference or references 
of record convey or suggest that knowledge, is to fall victim to the insidious ejffect of a hindsight 

35 syndrome wherein that which only the inventor taught is used against its teacher. 
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As for part ( d) the examiner provided Col 5 lines 10-30 which reflects v/b^t was said about the 
broker providing the wiimer supplier to the requester. 

5 However, our element actually refers to deposit applicant notijfying and authorizing deposit taking 
institution and not broker providing details of printer supplier to requester, hx essence, how 
deposit appKcant's identity is revealed is under the control of the applicant. This is not taught by 
Huberman which uses a broker as a means to provide the details of supplier to requester. 

10 In our claimed invention, this means the deposit applicant must have first access to select without 
being supplied by broker as m Huberman. But more pertinent is the evidence in Huberman 
actually showing the requester receiving information about supplier while in our claim element is 
the depositor providing its identity to the selected deposit institution. This reverse role without a 
broker must mean at least the identity of the deposit taking institution is already known by deposit 

1 5 applicant whereas none is known by either i^uties before the broker actually provides this 

information in HubennaiL The examiner provided no reason to show this difference and wWch 
could only mean this difference is not api»eciated. In a 103(a) rejection, a motivaticm must be 
found in Huberman order to bridge this difference which the examiner had not shown. In re Chu, 
66 F.3d 292, 298, 36 USPQ2d 1089, 1094 (Fed Cir. 1995) (stating that even when changes from 

20 the prior art are "minor" or "simple," an inquiry must be made as to whether *"die prior art 
provides any teaching or suggestion to one of OTdinaxy skill in the art to make the changes"' 
(quoting Northern Telecom, Inc. v Datapoint Corp., 908 F.2d 931, 935, 15 USPQ2d 1321, 1324 
(Fed Cir. 1990»> 

25 A pateitt claim is obvious, and thus invalid, when the differences between the claimed invention 
and the prior art "are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art," 35 U S C. § 103; see also 
Graham v John Deere Co., 383 U.S, 1, 14, 86 S. Ct. 684, 15 L. Ed, 2d 545 (1966); In re 
Dcmbiczak, 175 F.3d 994, 998 (Fed. Cir. 1999). 

30 

It is obvious there is nothing to show our subject matter as a whole in soliciting deposit rates is 
obvious from reading Huberman. See Fanduit Corp. v. Dennison Co., 810 E2d 1561, 1568 
(Fed Cir. 1987) (indicating that a key preliminary legal inquiry in obviousness analysis is: "what 
is the prior art?'*). Huberman's invention is not in the art of deposit taking, shows no evidence of 
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solving our problem and by itself there is no evidence to show one skilled in the art would be 
motivated to modity. 

Motivation to combine with Breea 

5 

As for element (b), the examiner conceded that Huberman failed to teach anonymity means for 
assigning a handle and asserted this is provided Breen and motivated by " in order to facilitate 
transactions between buyers and sellers without identifying the parties involved **. 

10 We submit that this motivation is unsound as it must necessaiy assert that a brokering process in 
Huberman could not facilitate a brokering process tvithout identifying the parties involved As 
noted above in Claim 15 for element (b) of our rebuttal herein incorporated, using a broker is the 
root of Huhcrtnan^s invention and must necessarily means there is no advantage in applying 
anonymity by handle means In short, the presence of a broker must mean a transaction coxdd be 

15 facilitated without anonymity means. 

Alternatively, this motivation also feils to address why there is a need for anonymity ( without 
identifying the parties involved ) in order to combine with Breen. No evidence had been shown 
that a transaction could not be done without anonymity and in fact Brcen's anonymity is merely 
20 an option ( Fig 14 A) which suggest that even in the circumstances of regulated chemical sale, 
anonymity is but an option rather than the necessarily element to facilitate transactions. 

We respectfully traversed this rejection for the reasons above and ask the examiner to allow this 
claim. 

25 

Cl^im ??.37.3g 

30 Claim 35, 37 and 38 actually correspond to claim 16, 18,19 and therefore we submit the same 
rebuttal as above found in claim 16,18,19. 

We respectfully subxnit prima facie have not be made out and we mtist ask these claims to be 
allowed. 

35 
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Claim 36 

Applicant respectfully disagrees with the Examiner*s assertion that this feature is old and 
well known in the art. The examiner does not cite any references or publication nor does 
the examiner provide any other evidence to support this contention. The rationale 

5 supporting an obviousness rejection may be based on common knowledge in the art or 

"well-known" prior art. The examiner may take official notice of facte outside of the record 
which are capable of instant and unquestionable demonstration as being "well-known" in 
the art. In re Ahlert, 57 aCRA. 1023, 424 K2d 1088, 1091 165 USFQ 418, 420 (CCFA 
1970) ... When a rejection is based on tads within the personal knowledge of the examiner, 

10 the data should be stated as specifically as possible, and the facts must be supported, when 
called for by the applicant, by an affidavit from the examiner. Such an affidavit is subject to 
contradiction or explanation by the affidavits of the applicant and other persons. See 57 
CFR L 104(d)(2). Such statements and assumptions are inadequate to support a finding of 
motivation^ which is a factual question that cannot be resolved on "subjective belief and 

1 5 unknown authority. " Lee, 2 77 K 3d at J 344. 

If the examiner has used personal knowledge here to bridge the gap in showing obviousness, then 
it will be necessary for us to ask for evidence. "In re Lee, 277 F.3d at 1345, 61 USPQ2d at 1435, 
the court said that such ''knowledge must be articulated and placed on tihe record" Id, The court 
20 further explained that 'deficiencies of the cited references cannot be remedied by the Boards 
general conclusions about what is hasic knowledge' or 'common sense/ Id. at 1344, 61 USPQ2d 

The examiner asserted at page 6 of Action Letter " However verifying the ownership and 
authenticity of a document is old and well known in the art because the document would have had 
25 to consist of an identification number, name of the owner and date acquired Therefore it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to modify 
the teachings ofHuberman to include verifying the ownership and authenticity of a document 
because the document would have had to consist of an identification number name of the owner 
tmd date acquired " 

30 

Firstly, the examiner did not provide any example or type of document must necessarily consist of 
identification number, name of the owner and date acquired. If the document is a book, then 
while it has ISBN, it will be rare to see the name of the owaer ( as opposed to the name of the 
author or publisher) on the book unless the owner actually provides for this. In short a document 
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13 not necessarily an object where ownership is that critical as found in say a share certificate or 
dollar bill. 

Consider a doctiment such as a book was published by XYZ and authored by ZZZ, However, this 
5 document and other copies of the same document could be owned by Mr Smith, Mrs Waltons or 
Ms Wong and while it may be easy to identify the respective ownership provided Mr Smith 
actually wrote his name on the document, the same cannot be said of money since Mr Smith 
could not write his name or date acquired on each dollar bill he happens to own. As for securities 
such as shares which may be in electronic form or physical form, the task is more difficult. For 
10 instance, if the shares are in electronic forrn^ the verifier would need to inspect the share registry 
(physically or electronically) and if it is in the physical form, the shares roay be in the name of 
another with a blank transfer form attached or in the instance of bearer bonds, there is no name on 
these "documents*'. In modem society financial assets are mostly stored electronically in accounts 
which evidenced ownership being linked to the name to the account and therefore there is a need 
15 beyond merely inspecting whether a name is found on the document, date acquired or 

identification number. However, the question is why would a document service provider be 
motivated to verify ownership of "docximent ^t" helon^'n; ^ tc} a deposit applicant given that thev 
obviously could not take deposit nor opeiate as a deposit taking institution ? 

20 V^ification of ownership is a common requirement for deposit taking institution for huge deposit 
where they have to make reference to Banking regulators. Even if this is an old art, we are veiy 
doubtful this is common or known in the document service industry to verify money or shares 
especially when they are not offering a deposit taking service. The examiner provided no evidence 
here. There is notitung to suggest that merely because the document consist of an identification 

25 number, name of the owner and date acquired, this by itself would motivate the document service 
provider to verify its ownership. 

And even if verification of ownership is well known in the art, it is not well known to do so for 
deposit auction as in our claimed invention reading with claim 34 ( which this claim is dependent 
30 ) over a network. Lastly, there is nothing in Huberman to reveal this problem. As stated in ioje 
Zuiko, 1 1 1 F.3d 887, 42 USPQ2d 1476 (Fed. Cir. 1997), the nature of the problem cannot be used 
as motivation when the problem had not been previously identified anywhere in the prior art. 

Thexefore we mmt respectfully ask this claim to be allowed. 

35 
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